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Agenda 

o Introduction  

o Eligibility requirements 

o Verification process 

o Generation of Labels 

o Implementation 

o Dispute process  
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What is the Trademark Clearinghouse? 

 

• Central Database for verified trademarks  

 

•  Clearinghouse User Interface will be provided by Deloitte 

• Database will be provided by IBM 
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Eligibility 
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Who can participate? 

 

• Trademark Holders 

• Individuals or entities 

• Owners of a Trademark OR 

• Designees (licensees or assignees) of the owner 

 

• Trademark Agents 

• Individuals or entities authorized to act on behalf of a Trademark 

Holder 



Eligibility requirements 
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Which Trademarks are accepted in the Clearinghouse? 

 

•  Nationally or Regionally Registered Trademarks 

‒ US trademark, EU trademark etc.  

‒ Must be registered at the time of verification and in accordance with 

national laws 

•  Court Validated Trademarks 

‒ Unregistered trademarks, well-known protected marks 

•  Trademarks Protected by Statute or Treaty 

‒ Geographical indications, designation of origin 

‒ Statute or treaty must be in force before or on 26 June 2008 

•  Other Trademarks that constitute intellectual property 

‒ Determined by the registries 
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Which Trademarks are NOT accepted in the Clearinghouse? 

 

• Trademarks starting with or containing a Dot (.) 

 

• Registered Trademarks subject to successful     

invalidation, cancellation, rectification or opposition 

proceedings 

• Intellectual property rights which cannot be 

represented within the technical limitations of the 

Domain Name System (e.g. patents, designs, etc.) 

• Any mark that is not at least of national effect 

Eligibility requirements 
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Do marks need to contain only letters or words? 

  

• Marks exclusively consisting of letters, words, numerals 

and/or special characters 

• Provided that all characters included in the Trademark Record are in 

the Clearinghouse in same order as on the mark certificate 

 

 

• Marks not exclusively consisting of letters, words, 

numerals, special characters 

• Provided that they are predominant AND 

• Clearly separable or distinguishable from the device element AND 

• Included in the Trademark Record submitted to the Clearinghouse in 

the same order they appear in the mark 

  

 



Eligible Registered Trademarks 
 
What information is requested? 
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• Name of the mark 

• Registration number  

• Registration date  

• Application number (not mandatory)  

• Application date (not mandatory) 

• Jurisdiction 

• Expiration date (not mandatory)  

• Description of goods and services class  

• Detailed description of goods and services  

• Information about the holder (organization or full name, 

address and contact information) 

• Status of the  Trademark Holder (owner/licensee/assignee) 

 



Eligible Registered Trademarks 
Documentary evidence? 
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Mandatory: Proof of use 

• Opting in for Sunrise Services requires evidence for the bona fide use of the 

Trademark by submitting : 

1) A signed Declaration of use AND 

2) A single Sample of proof of use 

• Sample of proof of use: 

• Acceptable: 

‒ Labels, tags, or containers from a product 

‒ Advertising and marketing materials (including brochures, pamphlets, 

catalogues, product manuals, displays or signage, press releases, 

screen shots, or social media marketing materials) 

• Unacceptable: 

‒ Inclusion of a mark in a domain name 

‒ Email messages 

‒ Licenses to use a mark 

‒ Business cards 
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Eligible Registered Trademarks 
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Documentary evidence? 

 

Not obligatory – but can be requested 

 

• Copy of the trademark certificate 

• Copy of the renewal fees  

• License declaration  

• Assignee declaration 

• Other 

 

 



Eligible Court Validated Marks 
 
What information is requested? 
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• Name of the mark  

• Reference number  

• Date of protection 

• Country 

• Description of goods and services  

• Court name  

• Court order 

• Information about the holder (namely organization or full 

name, address and contact information) 

• Status of the  Trademark Holder 

 



Eligible Court Validated Marks 
 
Documentary evidence? 
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Mandatory: Copy of the court order or judicial proceedings 

 

• Certified copy 

• National court or judicial proceedings 

 

Non obligatory – but can be requested 

 

• License declaration  

• Assignee declaration 

 

 

 



Eligible Marks protected under  
Statute or Treaty 
 
What information is provided? 
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• Name of the mark  

• Reference number  

• Date of protection  

• Country  

• Description of goods and services  

• Title of statute or treaty  

• Jurisdiction  

• Date of execution  

• Information about the holder (namely organization or full 

name, address and contact information) 

• Status of the  Trademark Holder 

 



Eligible Marks protected under  
Statute or Treaty  
 
Documentary evidence? 
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Non obligatory – but can be requested 

 

• License declaration  

• Assignee declaration 

• Other: e.g. Copy of the statute or treaty 

 

 

 



Generation of Labels 

18 Webinar March 2013 



Domain name/labels 
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Identical? 

 

• Labels that are identical to the name of the mark will 

automatically generated 

 

• “identical matches” = domain name consists of complete 

and identical textual elements of the mark 

• E.g.: icann => icann.test 

• Not included: plurals and “marks contained” 

‒ “icann ex” NOT => icann-exes.test 

‒ “icann ex” NOT => icann.test 

 



Domain name/labels 
 
How will the Matching Rules function? 
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• Additional criteria to constitute an identical match 

• Spaces, or other IDN-impermissible characters 

(!, +,= etc.) may be omitted or replaced by hyphens  

‒ “icann ex”/ “icann_ex => icannex.test /icann-ex.test 

 

• Special characters @ and &: 

• May be replaced by a hyphen, omitted or translated 

‒ Translation based on the applicable official language(s) that 

correspond(s) with the language of the jurisdictions 

 

• Implies that more than 10 labels could qualify as identical 

match 
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Verification process flow 
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Rights are 
verified; proof 

of use is verified 

Eligible to 
participate in 

trademark claims 
protection 

Minimum 
eligibility for 

sunrise domain 
name registration 

Rights are 
verified 

Eligible to 
participate in 

trademark claims 
protection 



Verification process 
 
What will be verified? 
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• Verification of the trademark record in order to determine 

whether:  

  1) all provided information is accurate and complete 

  2) the mark meets the eligibility requirements 

 

• If the eligibility requirements are not met or information is 

missing or is not accurate: 

  The trademark holder/agent will be notified and 

requested to correct the trademark record or provide 

additional documentary evidence 
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Implementation 
 
What to do? 
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• Step 1: Decide to enter marks directly as a trademark 

holder or via an agent 

• Step 1 A: Register with the Clearinghouse OR 

• Step 1 B: Provide trademark application to your agent 

 

• Step 2: Submit trademark record data, select the  

services,  and pay the fees 

 

• Step 3: Wait until the verification agents have verified 

your trademark record 

• Step 3A: Trademark record is verified: Eligible to participate in 

Sunrise and receive TM Claims notifications 

• Step 3B: Information is missing/incorrect: Correct information ASAP 

and/or provide documentary evidence (correction process) 

 



Implementation 
 
How will sunrise and trademark claims 
services work? 
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• Sunrise: Utilizes an SMD (signed marked data) file 

• Generated once the trademark record has been verified 

• All the sunrise eligible selected labels will be included in the SMD file 

• Sunrise notifications 

 

• TM Claims: Notifications 

• Sent when a domain name matching the trademark record registered 

in the Clearinghouse is registered 

• May be turned on or off on a per label basis 

 



Dispute Resolution  
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Grounds for Dispute 
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Who can be a complainant? 

 

• Any trademark holder/agent that does not agree with the 

verification. 

 

• Any third party that does not agree with the verification. 

 

• Any third party that has become aware of any new information 

that has an impact on a valid trademark record. 

 

 



Contact 
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www.trademark-clearinghouse.com 

 
info@trademark-clearinghouse.com 

 

The concepts covered in this presentation are for discussion purposes only and are not intended to be all-inclusive on the topic of the 

trademark clearinghouse.  Many of the concepts are still in the development stage and therefore could change the development or the 

implementation of certain concepts and/or services in the future. As a result, Deloitte reserves the right to make any changes needed to 

deliver the TMCH-related services as directed by ICANN. 

Follow us on twitter: 

@tmchinfo  
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